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DETAILED ACTION 
Continued Examination Under 3 7 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 04/30/07 has been entered. 

This correspondence is being provided in reply to the amendments accompanying the 
aforementioned RCE. The objections have been overcome by the applicant. Refer to the 
abovementioned amendments for substance of applicant's rebuttal arguments. Nonetheless, after 
further consideration the previous ground of rejection is maintained herein. Therefore, the 
present claims (including newly added claim 21) are non-fmally rejected over the same art as 
well as a newly discovered reference as shown hereunder and for the reasons of record: 

Election/Restrictions 

1 . Claims 3-4 and 6-15 withdrawn from further consideration pursuant to 37 CFR 1 .142(b) 
as being drawn to a nonelected species, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 04/20/06, 04/05/06 and 03/09/06. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 04/30/07 was considered by the 
examiner. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-2 and 21 are rejected under 35 U.S.C. 102(b) as anticipated by the Japanese 
publication JP 01-093062 (hereinafter referred to as the JP'062). 

The present claims are directed to a separator wherein the disclosed inventive concept 
comprises the specific separator comprising materials which are made different. 
Concerning claims 1-2: 

The JP'062 discloses a separator for a fuel cell (TITLE) being formed with a Ni-stainless 
steel clad material, having a specified cladding ratio, in which pure Ni or high Ni steel is formed 
to one gas side and chromium-Ni-stainless steel is faced to the other gas side (ABSTRACT). A 
Ni-plate and a stainless steel plate form a thin clad plate (ABSTRACT). 

In sum, the JP'062 teaches a chromium Ni-stainless steel (chrome-based material) is used 
to form one side of the separator; and Ni-steel and/or stainless steel is employed to form the 
other side of the separator (ABSTRACT). 

1 st Examiner's note: applicant discloses that " the chrome alloy has reduced elution of 
metal ion " and " the nickel alloy has a characteristic ofbeinz difficult to form a thick oxide 
coatinz layer " (See applicant s specification at page 14, lines 15-26 and the 08/11/06 
amendment at page 8, last full paragraph). Therefore the claimed characteristics are inherent to 
the specific materials used to form the separator. Thus the claiming of a new use, new function 
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or unknown property which is inherently present in the prior art does not necessarily make the 
claim patentable. In re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). Where 
applicant claims a composition in terms of a function, property or characteristic and the 
composition of the prior art is the same as that of the claim but the function is not explicitly 
disclosed by the reference, the examiner may make a rejection under both 35 U.S.C. 102/103. 
The burden of proof is on applicant In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 
(CCPA 1980) (quoting In re Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977)). 
See MPEP 2112. 

2 Examiner 's note: as to the specific preamble reciting "a separator for a polymer 
electrolyte fuel cell it is pointed out that the preamble refers to intended use. That is, the claim is 
directed to a separator per se and the preamble phrase 'for a polymer electrolyte fuel cell" is 
only a statement of ultimate intended utility. In this respect, a recitation directed to the manner 
in which a claimed product or apparatus is intended to be used does not distinguish the claimed 
product/apparatus from the prior art if the prior art has the ability to so perform (MPEP 21 14 
and Ex parte Masham, 2 USPQ 2d 1647), or if the prior art product/apparatus is capable of 
performing in the claimed manner, the claims should be rejected because a new intended use for 
an old product/apparatus does not make a claim to that old product/apparatus patentable (In re 
Schreiber 44 USPQ 2d 1429). 
Concerning claim 2: 

The JP'062 bonds the respective separator materials by cladding (ABSTRACT). 
Concerning claims 21: 
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A chromium Ni-stainless steel (chrome alloy) is used to form one side of the separator 
and Ni-steel and/or stainless steel is employed to form the other side of the separator 
(ABSTRACT). 

Thus, the present claims are anticipated. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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8. Claims 1-2 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over the European publication EP 1098380 (hereinafter 
referred to as the EP'380). 

The present claims are directed to a separator wherein the disclosed inventive concept 
comprises the specific separator comprising materials which are made different. 
As to claim 1 : 

The EP'380 reveals a gas separator for fuel cells obtained as a laminate of unit cells 
(ABSTRACT). Disclosed is that gas separator 30 has a base plate unit 60 that is obtained by 
bonding two base plates 62 and 64 molded to have predetermined shapes (ABSTRACT). The 
separator is combined with adjoining members to define either a flow path of a gaseous fuel or a 
flow path of an oxidizing gas, and separates a flow of gaseous fuel from a flow of oxidizing gas 
(P.0001 , 0003). Thus, the separator of the EP 380 faces the fuel cell anode at one side and the 
fuel cell cathode at the other side. 

{emphasis supplied-*) The EP'380 uses either stainless steel or aluminum to make the 
separator plates (P0064,0010, 0019, 0031,0051,0056). 

(emphasis supplied-*) The EP'380 reveals that base plates 62 and 64 are made of a 
metal material such as stainless steel or aluminum (P0064,0010, 0019, 0031,0051,0056). Note 
that stainless is an alloy of steel with chromium and sometimes another element such as Ni or 
Mo (Merriam- Webster's Collegiate Dictionary, 10 th Edition). Therefore, base plates of the 
EP 380 are made of a chromium-containins alloy (chrome alloy) and nickel-containing alloy . As 
a result, the characteristic of reducing elution of metal ions is inherent due to the chromium- 
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containing alloy (chrome alloy); and the characteristic of being difficult to form a thick oxide 
coating layer is also inherent due to nickel-containing alloy. 

1 st Examiner's note: applicant discloses that " the chrome alloy has reduced elution of 
metal ion " and "the nickel alloy has a characteristic of being difficult to form a thick oxide 
coating layer " (See applicant s specification at page 14, lines 15-26 and the 08/11/06 
amendment at page 8, last full paragraph). 

More importantly, applicant further discloses that "eyery metallic or non-metallic 
material can be used for those facing the anode electrode " and "eyery metallic or non-metallic 
can be used for those facing to the cathode electrode " (See applicant s specification paragraph 
bridging pages 24-25). 

It can be concluded from reading such a disclosure, that any metallic or non-metallic 
material is suitable for achieying applicant s functionality. In this context, it is thus contended 
that the aluminum (Al) material disclosed by the EP'380 satisfies the claimed requirement. Thus, 
the combination of stainless steel on one side of the separator andAl on the other side thereof 
further satisfies the functional requirement because stainless steel is an alloy containing multiple 
components such as steel, chromium, nickel and molybdenum, it is an alloy composed of 
chromium as well as nickel; and aluminum (Al) is a metallic material 

Therefore the claimed characteristics are inherent to the materials disclosed by the 
EP'380. Thus the claiming of a new use, new function or unknown property which is inherently 
present in the prior art does not necessarily make the claim patentable. In re Best, 562 F.2d 
1252, 1254, 195 USPQ'430, 433 (CCPA 1977). Where applicant claims a composition in terms 
of a function, property or characteristic and the composition of the prior art is the same as that 
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of the claim but the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. J 02/1 03. The burden of proof is on applicant In re Fitzgerald, 
619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 
195 USPQ 430, 433-34 (CCPA 1977)). See MPEP 2112. 

2 nd Examiner's note: as to the specific preamble reciting "a separator for a polymer 
electrolyte fuel cell, it is pointed out thai the preamble refers to intended use. That is, the claim is 
directed to a separator per se and the preamble phrase 'for a polymer electrolyte fuel cell" is 
only a statement of ultimate intended utility. In this respect, a recitation directed to the manner 
in which a claimed product or apparatus is intended to be used does not distinguish the claimed 
product/apparatus from the prior art if the prior art has the ability to so perform (MPEP 2114 
and Ex parte Masham, 2 USPQ 2d 1647), or if the prior art product/apparatus is capable of 
performing in the claimed manner, the claims should be rejected because a new intended use for 
an old product/apparatus does not make a claim to that old product/apparatus patentable (In re 
Schreiber 44 USPQ 2d 1429). 
As to claim 2: 

Disclosed is that the gas separator 30 has a base plate unit 60 that is obtained by bonding 
two base plates 62 and 64 molded to have predetermined shapes (ABSTRACT). 

2 Examiner s note: it is noted that the instant claims are being construed as product- 
by-process claims (i.e. the limitation reciting "the bonding" of the separator members) and that 
the product itself does not depend on the process of making it Accordingly, in a product-by- 
process claim, the patentability of a product does not depend on its method of production. In 
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that, it is further noted that the product in the instant claims is the same as or obvious over the 
product of the prior art. 

Therefore, claim 2 is anticipated by the EP'380. However, if the claims are not 
anticipated the claims are obvious as it has been held similar products claimed in product-by- 
process limitations are obvious In re Brown 173 USPQ 685 and In re Fessman 180 USPQ 324 
(Refer to MPEP 2113: Product-bv-Process Claims) . 

Additionally, the burden of proof is on applicant In re Fitzgerald, 619 F.2d 67, 70, 205 
USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 . 
(CCPA 1977)). Thus the claiming of a new use, new function or unknown property which is 
inherently present in the prior art does not necessarily make the claim patentable. In re Best, 562 
F2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). Where applicant claims a composition in 
terms of a function, property or characteristic and the composition of the prior art is the same as 
that of the claim but the function is not explicitly disclosed by the reference, the examiner may 
make a rejection under both 35 U.S.C. 102/103 . See MPEP 2112. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-2 and 21 have been considered but are 
moot in view of the new ground(s) of rejection. See item 4 supra. 

1 0. Applicant's arguments filed 04/30/07 have been fully considered but they are not 
persuasive. 

1 1 . Applicant has contended that the amendment to the claims "to specify that different 
materials are used' obviates the Examiner's assertion that "the same material can carry out both 
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functions of reducing the elusion of metal ions and also making it difficult to form a thick oxide 
coating layer". In this case, the Examiner now sides with the applicant in that the amendatory 
language excludes using same materials for making the separator. The Examiner's approach that 
the same stainless steel material of the EP'380 can carry out both functions has been overcome in 
view of applicant's amendment specifying the use of different materials. 

Nonetheless, after further consideration and reading of applicant's specification, the 
Examiner now presents a different approach for sustaining the ground of rejection based upon 
the EP'380. 

For instance, the EP'380 uses either stainless steel or aluminum to make the separator 
plates (P0064,0010, 0019, 0031,0051,0056); and it is imperative to note that applicant discloses 
that "every metallic or non-metallic material can be used for those facing the anode electrode" 
and "every metallic or non-metallic can be used for those facing to the cathode electrode" (See 
applicant's specification paragraph bridging pages 24-25). In addition, applicant discloses that 
" the chrome alloy has reduced elution of metal ion " and " the nickel alloy has a characteristic of 
being difficult to form a thick oxide coating layer " (See applicant's specification at page 14, lines 
15-26 and the 08/1 1/06 amendment at page 8, last full paragraph). It can be concluded from 
reading such a disclosure, that any metallic or non-metallic material is suitable for achieving 
applicant's functionality. In this context, it is thus contended that the aluminum (Al) material 
disclosed by the EP'380 satisfies the claimed requirement. Thus, the combination of stainless 
steel on one side of the separator and Al on the other side thereof further satisfies the functional 
requirement because stainless steel is an alloy containing multiple components such as steel, 
chromium, nickel and molybdenum, it is an alloy composed of chromium as well as nickel; and 
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aluminum (Al) is a metallic material. Therefore the claimed characteristics are inherent to the 
materials disclosed by the EP'380. 

The burden is shifted to the applicant to come forward with objective evidence 
demonstrating that aluminum (Al) is incapable of exhibiting the claimed properties and/or 
characteristics. The burden of proof is on applicant In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 
594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 
1977)). See MPEP 2112. Thus the claiming of a new use, new function or unknown property 
which is inherently present in the prior art does not necessarily make the claim patentable. In re 
Best, 562 F2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). Where applicant claims a 
composition in terms of a function, property or characteristic and the composition of the prior art 
is the same as that of the claim but the function is not explicitly disclosed by the reference, the 
examiner may make a rejection under both 35 U.S.C. 102/103. 

12. The principal argument raised by the applicant is based apparently on the assertion that 
because ''both half members (of the separator Yoshimura et al) are made of the same material 
(stainless steel)" they are incapable of exhibiting "the characteristics of reducing elution of 
metal ions and of being difficult to form a thick oxide coating layer". The examiner disagrees 
with applicant's position; and shifts the burden to applicant to prove otherwise based on the 
102/103 inherency ground of rejection as set forth above. 

Concerning this matter, the EP'380 reveals that base plates 62 and 64 are made of a metal 
material such as stainless steel or aluminum (P0064,0010, 0019, 0031,0051,0056). Note that 
stainless is an alloy of steel with chromium and sometimes another element such as Ni or Mo 
(Merriam- Webster's Collegiate Dictionary, 10 th Edition). Therefore, base plates of the EP'380 
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are made of a chromium-containing alloy (chrome alloy) and nickel-containing alloy . As a result, 
the characteristic of reducing elution of metal ions is inherent due to the chromium-containing 
alloy (chrome alloy); and the characteristic of being difficult to form a thick oxide coating layer 
is also inherent due to nickel-containing alloy. 

Applicant discloses that "the chrome alloy has reduced elution of metal ion" and "the 
nickel alloy has a characteristic of being difficult to form a thick oxide coating layer" {See 
applicant 's specification at page 14, lines 15-26 and the 08/11/06 amendment at page 8, last full 
paragraph). That being said, it is contended that since stainless steel is an alloy containing 
multiple components such as steel, chromium, nickel and molybdenum, it is an alloy composed 
of chromium as well as nickel, therefore the claimed characteristics are inherent to the alloy 
material. Thus the claiming of a new use, new function or unknown property which is inherently 
present in the prior art does not necessarily make the claim patentable. In re Best, 562 F.2d 1252, 
1254, 195 USPQ 430, 433 (CCPA 1977). Where applicant claims a composition in terms of a 
function, property or characteristic and the composition of the prior art is the same as that of the 
claim but the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. 102/103. The burden of proof is on applicant In re Fitzgerald, 
619 F2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 
195 USPQ 430, 433-34 (CCPA 1977)). See MPEP 2112. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Raymond Alejandro 
Primary Examiner 
Art Unit 1745 PAV , 




WRY EXAMINER 



